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At page 11, line 31, after "in" please delete “Weising et al., supra” and insert — Table 


>. -- and insert the following Table 2: 
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At page 12, line 15, delete “Weising et al, supra” and insert — Table 2 — therefor. 
At page 33, line 3, delete "Table 1" and insert —Table 3--. 

At page 33, line 15, delete "Table 1" and insert —Table 3—. 

At page 33, line 16, delete "TABLE 1” and insert TABLE 3~. 

At page 39, line 5, delete "Table 2" and insert —Table 4—. 

At page 39, line 13, delete "TABLE 2" and insert -- TABLE 4 — therefor. 


REMARKS 
Claims 19-22 having been canceled and claims 23-87 having been added, the claims 
now pending in the application are claims 23-87: 
The amendments to the specification at page 11, to add Table 1 and Table 2, are 
supported by the incorporated by reference into the application of K. Weising et al., Annu. Rev. 
ent., 22, 421 (1988), at page 10, lines 30-31 of the specification. Table 1 appears in Weising as 
"Table 3" while Table 2 appears in Weising as “Table 1.” The undersigned attorney for 
Applicants certifies that Table 1 and Table 2 are identical to Table 3 and Table 1 of the Weising 
et al. reference, respectively, with the exception that the citations to the eure given in the 
reference have been reproduced in full in Table 1. 
New claims 23 and 32 are supported in the specification at page 6, lines 4-7 and lines 
19-23; page 8, lines 1-2; page 14, lines 1-36 and at page 15, lines 1-17. New claims 24 and 33 
are supported in the specification at page 7, lines 35-36. New claims 25 and 34 are supported in 
the specification at page 9, lines 7-11. 
New claims 26, 35, 42, 49, and 56 are supported in the sccineaion at page 11, lines 
9.14 and at page 12, lines 6-8. New claims 27, 36, 43, 50 and 57 are supported in the | 
specification at page 11, lines 11-14 and by original claim 8. New claims 28, 37, 44,51 and 58 
are supported if, the specification at page 11, lines 15-16. | | 
New claims 29, 38, 45, 52 and 59 are supported in the specification at page 10, lines 
32-36; page 11, lines 24-27 and by originally filed claim 9. New claims 30, 39, 46, 53 and 60 are 
supported in the specification at page 5, lines 32-34; page 6, lines 15- 17; page 7, lines 14-18 and 
by originally filed claim 13. New claims 31, 40, 47, 54 and 61 are supported in the specification 
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at page 5, lines 32-34; page 6, lines 15-17; page 7, lines 14-18 and by originally filed claim 16. 

New claim 41 is supported in the specification at page 5, lines 32-34; page 6, lines 
15-17 and at page 7, lines 14-18. New claim 48 is supported in the specification at page 20, 
paragraph 1. New claim 55 is supported in the specification at page 19, lines 28-36 and at page 
20, lines 1-17. 

New claims 62, 64-67 and 75 are supported by the specification at page 12, lines 4-5. 

New claim 63 is supported at page 11, lines 14-15 of the specification. 

New claim 68 is supported by the specification at page 11, lines 29-30. 

New claims 69, 74, 76-78, 81-82 and 84 are supported by Table 2. 

New claim 70-71 are supported at page 6, lines 21-24 of the specification. 

New claims 72-73 are supported at edge 12, lines 1-3 of the specification. 

New claim 79 is supported at page 12, line 16 of the specification. 

New claim 80 is supported by the specification at page 23, lines 31-33. 

New claim 83 is supported by the specification at page 24, lines 3-5. 

New claim 85 is supported at page 11, line 13 of the specification. 

New claims 86-87 are supported by Table I. 
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When the Examiner takes the application up for the first Office Action, consideration 
of these Amendments and Remarks presented herein is respectfully requested. 
Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, 
WOESSNER & KLUTH, P-A. 
P.O. Box 2938 

Minneapolis, MN 55402 
(612) 373-6903 


“) SY PY 


Date de ee oe a a 


Warren D. Woessner, Ph.D. 
Reg. No. 30,440 


[ hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 


Assistant Commissioner of Patents, Washington, D.C. 20231 on RoyY.A, 1996 


Aube K. Pin berson Brubs lk. Bobsco- 


Signature 
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SIN 08/6775" PATENT 
THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: Ronald C. Lundquist et al. Examiner: G. Benzion 

Serial No-: —_:08/677,695 Group Art Unit: 1803 

Filed: July 10, 1996 Docket: 950.001US4 

Title: METHOD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 


RESPONSE TO RESTRICTION REQUIREMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


Sirs) 

This is in response te the Restriction Requirement mailed June 23,1997. At page 
2 of the Restriction Requirement, the Examiner failed to assign claims 32-38 to a Group. 
Applicants will assume that the Examiner meant to include claims 32-38 in Group I. Also at 
page 2 of the Restriction Requirement, the Examiner assigned claims 89-132 to Group tl, and © 
described these claims as drawn to a process for producing animal feed comprising a transgenic 
maize plant. The Examiner is respectfully requested to note that claims 111-112 and 115-132 do 
not belong to Group If as described by the Examiner. Claims 111-112 and 115-132 are directed 
to a process for producing human food comprising a transgenic Zea mays plant. 

Applicants provisionally elect with traverse Group I (claims 23-29, 32-38, 41-45, 
48-52, and 55-59), directed to a process for producing a fertile transgenic Zea mays plant wherein 
the transgenic DNA is transmitted through a normal sexual cycle of the transgenic plant to 
progeny plants, and a method for producing a fertile transgenic Zea mays plant, a fertile 

transgenic inbred Zea mays plant or a fertile transgenic hybrid Zea mays plant compmising 

cultivating a fertile transgenic Zea mays plant produced by a process wherein the transgenic 
DNA is transmitted through a normal sexual cycle of the transgenic plant to progeny plants, and 
_ wherein the transgenic DNA is expressed so that the transgenic progeny plant exhibits one or. 
more phenotypic characteristics that render it identifiable over the corresponding untransformed 
Zea mays plant. 

At pages 3-4 of the Restriction Requirement, the Examiner further required 
Applicants to elect a single disclosed species for prosecution on the merits. Applicants 
provisionally elect with traverse a selectable marker gene encoding antibiotic resistance wherein 


the gene encodes resistance to bleomycin, encodes resistance to hygromycin, is the Apt gene, 
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RESPONSE TO RESTRICTION REQUIREMENT Page2 
Serial Number: 08/677,695 Dkt: 950.001US4 


Filing Date: July 10, 1996 
OD FOR PREPARING FERTILE TRANSGENIC CORN PLANTS 


Tide: METH 


encodes resistance to neomycin, kanamycin or G418, is the nptlI gene, or is the npt! gene. 
Claims 68-74 read on these species. 

The Restriction Requirement is traversed on the basis that restriction requirements 
are optional in all cases. M.P.E.P. § 803. If the search and examination of all the claims can be 
made without serious burden, the examiner should examine it on the merits, even though it 
includes claims to distinct or independent inventions. M.P-E.P. § 803. The Examiner is 
respectfully requested to reconsider and withdraw the Requirement for Restriction. 

The Examiner noted at 2 of the Restriction Requirement that the Amendment 
submitted November 19, 1996 is missing from the file. A copy of this amendment as fansite” 
November 12, 1996 is included. Also included is a copy of the postcard transmitted with the 
amendment, and retuned by the Office stamped November 19, 1996. 

| The Examiner is invited to contact Applicants’ Representatives, at the below- 
listed telephone number, if there are any questions regarding this Response or if prosecution of 


this application may be assisted thereby. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL., 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 


P.O. Box 2938 
Minneapolis, MN 55402 
(612) 373-6903 
Date of (4% By 
WDW:dip Warren D. Woessner 


Reg. No. 30,440 


[ hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in sn enyclope addressed to 
_Assistant Commissioner of Patents, Weshington, D.C. 20231 on August R | _, 1997. 


romces Excite Homes Vows 


Name Signature 
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